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REMARKS 

Applicants have received and carefully reviewed the Office Action mailed June 1, 2005. 
Claims 49-53 and 55-69 remain pending, with claim 54 cancelled without prejudice. 
Reconsideration and reexamination are respectfiilly requested. 

In part 3 of the Office Action, claims 61-62 were rejected under 35 U.S.C. §112, second 
paragraph, as being indefinite. Specifically, the phrase "positive voltage portion" was objected 
to as lacking antecedent basis. Applicants have amended claim 61 to remove the offending 
phrase, and have replaced it with **monophasic waveform", which does have antecendent basis in 
claim 60, from which claim 61 depends. Claim 62 depends from claim 61 and did not actually 
contain the objected-to phrase. It is believed that by this amendment, the objection is overcome 
and should be withdrawn. 

In part 5 of the Office Action, claims 49-56, 59-60, and 63-69 were rejected under 35 
U.S,C. § 102(e) as being anticipated by Patent Application Publication No. 2002/0082658 to 
Heinrich et al. After careful review of the cited reference. Applicants respectfully disagree. 

Claim 54 has been cancelled without prejudice, mooting that portion of the rejectioa 

With respect to independent claims 49 and 53, Applicants note that the actual 
(regularized) filing date for the Heimich et aL application comes after the filing date for the 
present application. Thus, the Examiner must be relying upon the filing date of the provisional 
application to which Heinrich et al. claim a benefit in order to treat Heinrich et al. as a § 102(e) 
reference. As the Examiner notes, Heinrich et al suggest, in Paragraph [0064] of the published 
application, pulses in the range of 50 and 150 volts. However, it is the Applicants position, as 
explained below, that this disclosure is not entitled to a date prior to the filing date of the present 
appUcation, 

35 U.S,C, §1 19(e) states the following: 

An application for patent filed under section 1 1 1(a) or section 363 of this title for 
an invention disclosed in the manner provided bv the first paragraph of section 
112 of this title j n a provisional application filed under section 1 11(b) of this title, 
by an inventor or inventors named in the provisional application, shall have the 
same effect, as to such invention, as though filed on the date of the provisional 
application filed under section 1 1 1(b) of this title .... 
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In short, in order for the Heinrich et aL provisional application to have effect with respect to 
cited aspects of the invention, the provisional appbcation has to have disclosed those cited 
features in accordance with the first paragraph of section 112. 

Heinrich et al, in the provisional application, make reference to therapy for 
bradyarrhythmia at several places. Reference to amplitude of applied pulses is made as well. On 
page 4: 

Accordmg to ooe aspect of the invention, ttierapy forbradyaniQ^thmia. may be 
pravidedlnadditionto,orins*eado^thetachyarrh bithisembodimfiirt,the 
5 syBtemincludesanoutpiilciraatcapableofdeUvei^ lower-voltage pulses for tearathoracic 
pacing theiapy far bradyarrhyflimias. Ibese bwer-voltage pulses could be on the older of 
100 volts Jor example. 



Next, on page 5; 

Figure 1 illustrates the detection method mod during bradyanhythmia monitoring- If 
asystole greater ttian, or equal to, a first predetemiiiied time such as three seconds is detected 
5 at A, chargtBg of output capacitors to a predetennined voltage such as 100 volts occurs 



In Figure 1 : 




Heinrich et al attach their invention disclosure forms, which also show only 100 volts. In 
Appendix A, on page 1 : 
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ANOTREATWGVENTRKWWRAWWYWMWS*^ TW» method 6h«flW the 

toeripHon of "APPARATUS FOR OeTECTlNG AND TREATING VENTRICULAR ARRHYTHMIAS*' fwi the 
standpoint that now tha dwice has only oii« oalput dmiU capaWe of dcUvwlng Hflh voltoge shocks for 
tachyarrhythrnids or 1 00 volt putoos for traASthoracic piactng therapy fbr bradyanlvlhmfM. 



La Appendix A, on page 2: 

P8867m In fh9 exanniJe descrM in 1* the d«vic6 i» pn>^^ 

than 3 saeofldtf and wHl withhold fwcano unflt Ihte ift dttvetAd. onctt a^ytfote flmtir than 3 seconds Is d«tedad (A), tho 
devfee chargas tha eapaoHofs to too votts to pApan to (Mce (lensina during tho ohamfna paiM to onsai« a paoo pu(M 
is not deavMd on tha T^vt) (B), and d«lh«rs thetraflsthoiade, moAophasic pacing pulsa Mw^m iho acthra osn and 
the aitay lead (CJ-ThodevJco huTWMnatoJyreoharaea to 100 volts (D) indftogte to monitor a hoart rats low than 40 
Irpm. At the on<i of 1115, In the afmnca of an Intrtnsfc rhythm, anolfiar transthoracic, monophaalo parfng puloe Is 
• delivtrwl (E). The devfce immediately rachergee to 100 votta and beflint the najd twonftoHns cycle, looWnj lor a heait rste 
lasa than 40 bpm. The device wip continue to pace until an intnn^ heart rate of greater than 40 bpm 10 detaeted. 

Figure 1 of Appendix 1 is actually the same as for the provisional, and also contains reference to 
100 volts. There is no disclosure of any amplitude other flaan 100 volts for pacing therapy in the 
provisional appUcalion. 

Independent claims 49 and 53 recite respective ranges of 25-50 volts and 50-75 volts for 
cardiac stimulus. In light of the ahove, the date for the Heinrich et al. publication, at least with 
respect to the subject matter of these claims and their dependent claims, is the date of actual 
filing, rather than the date of the provisional application. The present ^plication was filed on 
November 5, 2001 > while the regular application from which Heinrich et al. published was filed 
on November 21, 2001. Therefore, Heinrich et al. is removed as a reference under § 102(e) with 
respect to these claims, as well as any other claims in the application depending from claims 49 
and 53, which includes claims 63-69, which were discussed on pages 3-4, in part 5, of the Office 
Action. In light of the above, claims 49-53 and 63-69 are believed to be in condition for 
allowance. 

Concerning claims 55, 59, and 60, the Examiner makes use of analysis that assumes some 
scaling of Figure 5 of Heinrich et al. However, it is clear even from the Examiner's own 
explanation that the Figures of Heinrich et al. are not drawn to scale. Specifically, referring to 
Figure 5, there are "12 tic marks" for time period 500, which Heinrich et al. state may be, in an 
example, 3 seconds long in paragraph 67. This would give 250 milliseconds per tic mark, not 25 
as suggested by the Examiner. Next, time period 508 has "9 tic marks" and is suggested by 
Heinrich et al. as having a duration of 1500 milliseconds, or 166.7 milliseconds per tic mark, not 
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the 16.6 milKseconds suggested by the Examinesr. The Examiner spears to be stating that the 
shock would last from line 504 to line 506, or two tic marks. 

There are several shortcomings in the rejection. First, it appears that by the suggested 
manner of finding a pulse duration from the figure, the range disclosed is somewhere between 
333 milliseconds and 500 milliseconds, far outside the ranges claimed. Second, Heinrich et al. 
do not appear to have stated whether their drawings are to scale. However, "When the reference 
does not disclose that the drawings are to scale and is silent as to dimensions, arguments based 
on measurement of the drawing features are of little value." MPEP 2125. Third, even if scale 
was to be infcired, in the present instance, the drawing is self contradictory, and no single scale 
can be discerned. Finally, it is not apparent how long the actual pulse is - the time of pulse 
delivery is shown, as is the time that a next event occurs, but there is no disclosure that the pulse 
lasts until the next event, as the Examiner appears to acknowledge in the rejection by stating 
"Assuming that recharging 506, and 512 starts immediately following delivery of a pacing pulse 
504,510...", 

In light of the above, it is believed that the rejections of claims 55, 59 and 60 should be 
withdrawn. Furthermore, since Heinrich et al. do not disclose that claimed in parent claim 55, 
each of claims 50-52 is also allowable over Heinrich et al. 

In part 7 of the Office Action, claims 56-58 were rejected as being obvious in view of 
Heinrich, with the explanation being similar to that given for claims 55, 59 and 60, discussed 
above. In light of the above discussion with respect to claim 55, it is believed that this rejection 
should be withdrawn. 

In part 8 of the Office Action, claims 62-63 were rejected under 35 U.S.C. §103(a) as 
being unpatentable over Heinrich et al. in view of U.S. Patent No, 5,391,191 to Hohnstrom. 
Claims 62-63 both depend, indirectly, from claim 49. Therefore Heinrich et al. is not a § 102(e) 
reference against these claims, and die rejection should be withdrawn. 
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Reexamination and reconsideration are re^pectfiilly requested. It is respectfully 
submitted that all pending claims are now in condition for allowance. Issuance of a Notice of 
Allowance in due course is requested. If a telephone conference might he of assistance, please 
contact the undersigned attorney at (612) 677-9050. 
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Respectfully submitted. 



Gust H. Bardy et al. 





David M. Crompton, Kfeg. No. 3y,772 
CROMPTON, SEAGER & TUFTE, LLC 
1221 Nicollet Avenue, Suite 800 
Minneapolis, MN 55403-2420 
Telephone: (612)677-9050 
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